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—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE —"^ MONTH(S) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 

□ Responsive to communication(s) filed on . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 21 3. 



Disposition of Claims 

^^Claim(s) \s/are pending in the application. 

Of the above claim(s) is/are withdrawn from consideration. 

□ Claim(s) . is/are allowed. 

j^Ciaim(s) fW^7 is/are rejected. 

□ Claim(s) is/are objected to. 

□ Ciaim(s)— are subject to restriction or election 

requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All DSome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: . 

Attachments) 

^^Information Disclosure Statement(s), PTO-1449, Paper No(s). ^\ □ Interview Summary, PTO-413 

J^Notice of Reference(s) Cited, PTO-892 □ Notice of Informal Patent Application, PTO-1 52 
□ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 

Office Action Summary 
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- The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1, 2, 6, 8 and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 




indefinite for failing to particularly point out and distinctly claim the subject matter which 



applicant regards as the invention. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, claims 1, 2, 6, 8 and 9 recite the broad recitation e.g., 
such as, in particular, perferably, the type, and the claim also recite polyvinyl acetate, alkali water 
glass, ethylene gylcol, 20% to 30%, 120* to 15(f C which is the narrower statement of the 
range/limitation. 
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Claim 1 is also indefinite in recitating "largely homogeneous" in line 3 "partially 
saponified" in line 5, "further reaction products' in line 6 because it is not known how much 
homogeneity, how much saponification and which reaction products are precisely encompassed. 

Claim 2 is indefinite for same reasons in reciting "elevated temperatures" in line 4 and 
"increased pressure" in line 5. 

. ' Claims 1-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claims are generally narrative and indefinite, failing to conform with current U.S. 
practice. They appear to be a literal translation into English from a foreign document and are 
replete^withgj^^atical and idiomatic errors. 

.The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 



rejections set forth in this Office action: Qy^€&^ r ^ r °^ 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
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and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 



(Maruhasi is of record on PTO-1449, Paper No 4).. 

Ritter discloses multi-component mixtures which have improved waterproofness and 
which can be shaped. Mixture comprises polyvinyl acetate and a filler along with a thermoplastic 
starch. 

Ritter does not mention claimed saponification of polyvinyl acetate. 

Maruhashi discloses polyvinyl alcolol-starch film. Such film processes excellent water 
resistance and it is also biodegradeable (abstract; col.l, lines 54-57). 

It would be obvious from teachings of Maruhashi, that an article, such as a film, made out 
of a composition comprising polyvinyl alcohol and starch has better properties than the one made 
out of a composition comprising polyvinyl acetate and starch. It is well known in the art that 
polyvinyl can be subjec^to alcoholysis reaction (less accurately called hydrolysis and 
saponification) using hydroxy compounds like ethanol, methanol glycols etc. to convert it partially 
into polyvinyl alcohol. 



5> - 



Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable oveifRitter 
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Therefore it would have been obvious to subject polyvinyl acetate (to such alcoholysis 
reaction) in the mixture of Fitter with the expectation of producing articles having superior water 
resistance as well as better biodegradability, thereby making environmentally safe amd recyclable 
articles. 

Purpose of submitting IDS (Paper No 5) is not understood because it is identical to 
previously submitted IDS (Paper No . 4). Therefore copy of only Paper No 4 is mailed herewith. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to U.K. Rajguru whose telephone number is (703) 308-3224. The examiner 
can normally be reached on Monday - Friday from 9:30 am to 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jom Seidleck, can be reached on (703) 308-2462. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 305-3599. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 
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James J. Seidleck 
Supervisory Patent Examiner 
Technology Center 1 700 



